
United States R\tent and Tt^APEMARK Office 



UiVITED STATES DEPARTMENT OF COMMERCE 

Uaitcd States Potent ond Tradctnork Ofilcc 

Addr«ss: COMMISSIONER OP PATENTS AND TRADEMARKS 

Washington. D.C. 20231 

WWW.U:iptO,gO>V 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/071,909 



02/07/2002 



Hidehani Nakajima 



J 1 2857-3 1 7 



2300 



29175 7590 01/30/2003 

BELL, BOYD & LLOYD, LLC 
P. O. BOX 1135 
CHICAGO, IL 60690-1135 



EXAMINER 



WILLE, DOUGLAS A 



ART UNIT 



PAPER NUMBER 



2814 

DATE MAILED: 01/30/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

10/071 QDQ 


Appllcant(s) 
NAKAJIMA FT Al 


Examiner 
Douglas AWille 


Art Unit 
2814 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply v\/ithin the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period v^ll apply and v^tl expire SIX (6) MONTHS from the mailing date of this communication, 

- Failure to reply within the set or extended period for reply vtrill, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the OfTfce later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 1 1 June 2002 . 
2a)D This action is FINAL. 2b)|3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 1-27 is/are pending in the application, 

4a) Of the above claim(s) 15-27 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-6 and 10-14 is/are rejected. 

7) 13 Claim(s) 7z9 is/are objected to, 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 07 February 2002 is/are: a)S accepted or 5)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)IElAI! b)n Some*c)D None of: 

1 .[3 Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) d Interview Summary (PTO-41 3) Paper No(s). . 

2) D Notice of Drafts person's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) 13 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4. 6) Q Other: 
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DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 - 14, drawn to a device, classified in class 257, subclass 88. 

II. Claims 15-27, drawn to a method, classified in class 438, subclass 34. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
device could be formed with the insulating layer having a predetermined thickness and not 
requiring thinning. 

Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Jeffrey Canfield on 6 January 2003 a provisional 
election was made without traverse to prosecute the invention of I, claims 1-14. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 15-27 are 
withdrawn from further consideration by the examiner, 37 CFR 1. 142(b), as being drawn to a 
non-elected invention. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
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currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 17(i). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1 - 6 and 10 - 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thibeauh et al in view of Hayafuji et al. 

6. With respect to claims 1 and 5, Thibeault et al. show a LED array (see cover Figure and 
column 5, line 9 et seq.) with a plurality of light emitting devices 18, 14, 16 on a substrate 28 
with an insulating layer 23 in which the LED is embedded and the upper end of the LED is 
exposed and electrode 24 is attached. Thibeault et al. do not show thinning of the insulator but 
this is a processing limitation and carries no weight in a claim drawn to a device and similar 
remark is addressable to claim 5. Thibeault et al. do not show that the device can be used as a 
display but Hayafuji et al. show a similar device (see cover Figure and column 4, line 30 et seq.) 
in which the emitters can be individually addressed (column 6, line 65) and is inherently usable 
as a display and it would have been obvious to individually address the Thibeault et al. elements 
as shown by Hayafuji et al. to provide another use for the array. 
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7. With respect to claims 2 and 3, Thibeault et al. show the insulation is SiN or Si02 
(column 6, line 37) but the use of other standard semiconductor industry insulators such as 
polyimide or spin-on glass would have been obvious. 

8. With respect to claim 4, Thibeault et al. show the insulation is SiN or Si02 (column 6, 
line 37) and is deposited by evaporation or sputtering although the method of formation is a 
process limitation and carries no weight. 

9. With respect to claim 6, Hayafuji et al. shows reflector layers 1 1 and 16 with downward 
emission (see cover Figure), 

10. With respect to claim 10, the emission form the GaN device would be monochromatic. 

11. With respect to claims 11-14, layers 18, 14 and 16 are first type, active and second type 
layers and there is a single metal layer. Note the above comments with respect to process 
limitations. 

Allowable Subject Matter 

12. Claims 7 - 9 objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. It is known in the art that tapered side surfaces can increase the output of 
an LED and Hata et al. show the growth of GaN thru a mask that provides a triangular shaped 
structure but it is not believed to be obvious to combine this reference with those quoted above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas A Wille whose telephone number is (703) 308-4949. 
The examiner can normally be reached on M-F (6: 15-3:45). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on (703) 308-4918. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-7722 for regular 
communications and (703) 308-7722 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 




Dougl^ A. Wiile 
Patent Examiner 



January 23, 2003 



